KIRK, Ian 

Appl. No. 10/685,003 
September 26, 2005 

REMARKS/ARGUMENTS 

Reconsideration of tliis application is requested. Claims 3, 7-9 and 1 1 are in the 

case. 

I. CLAIM AMENDMENTS 

Claim 3 has been amended, without prejudice, to incorporate the subject matter 
of claim 1 0, and claim 1 0 has been cancelled without prejudice. Claim 4 has been 
cancelled without prejudice and claim 1 1 has been amended to adjust its dependency to 
refer back to claim 3. No new matter is entered. 

II. THE ANTICIPATION REJECTIONS 

Claims 3, 4 and 7-1 1 stand rejected under 35 U.S.C. §1 02(b) as allegedly 
anticipated by WO 97/23499 to Antonsson et al. That rejection is respectfully traversed. 

As now claimed, claim 3 is directed to a method of treatment of inflammation 
comprising administering a therapeutically effective amount of melagatran, or a 
pharmaceutically acceptable derivative or prodrug thereof, to a patient in need of such 
treatment. The prodrug is of the formula R^OaC-CHa-CfOCgl-Aze-Pab-OH wherein 
represents linear or branched Ci-ealkyl and the OH group replaces one of the amidino 
hydrogens in Pab. 

Antonsson does not anticipate the invention as claimed. Antonsson describes a 
large group of compounds which are potentially useful as prodrugs of melagatran. A 
long list of other potential indications is provided with some indication that such 
compounds may find utility in the treatment of inflammatory responses. However, 
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Antonsson contains no suggestion that a very specific group of prodrugs forming tlie 
subject of the presently claimed invention would be useful in the treatment of 
inflammation as such. To arrive at such a suggestion, it would be necessary for one of 
ordinary skill to make multiple selections from a prior generic disclosure, which is not 
sufficient to establish anticipation. 

Based on the above, It is believed that withdrawal of the outstanding anticipation 
rejection of claims 3 and 7-1 1 is now in order. Such action Is respectfully requested. 

Claim 4 stands rejected as allegedly anticipated by Antonsson et al and by WO 
97/39770 to Lundgren et al. In response, and without conceding to the merit of these 
rejections, the subject matter of claim 4 has been cancelled without prejudice. 
Withdrawal of the outstanding anticipation rejections of claim 4 is accordingly 
respectfully requested. 

III. OBVIOUSNESS-TYPE DOUBLE PATENTING 

Claims 3, 4 and 7-1 1 stand rejected on obviousness-type double patenting 
grounds as allegedly unpatentable over claims 1-22 of U.S. Patent 6,683,054. In 
response, it is requested that the outstanding obviousness-type double patenting 
rejection be placed In abeyance until a determination is made with respect to 
patentability of the claims in the present application. Once that determination has been 
made, and the undersigned has been so advised, consideration will be given to whether 
or not obviousness-type double patenting exists between the presently claimed 
invention and claims 1-22 of U.S. Patent 6,683,054. 
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Favorable action on this application is awaited. 
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